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DETAILED ACTION 
Response to Amendment 
Responsive to Request for Continued Examination (RCE) filed September 19, 2005. 
Independent claims 1,8, 14, and 16 have been amended. Claims 1-16 remain pending further 
examination. 

Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S. C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by another filed in the 
United States before the invention by the applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the effects for purposes of this subsection of an 
application filed in the United States only if the international application designated the United States and was 
published under Article 21(2) of such treaty in the English language. 

2. Claims 1-2, 7-8. and 13-16 are rejected under 35 U.S.C. 102fe^ as being anticipated by 
Borella et al (U.S. Patent No. 6.73 K642Y 

3. As per claims 1, 8, 14, 15, and 16, Borella et al teach an Internet telephone system, 
apparatus, and method for making a telephone call through Internet, comprising: 

a) a first telephone set (Figure 1, 24); 

b) a first modem coupled to the first telephone set for communicating with the Internet 
(Figure 1, 18); 

c) a second telephone set (Figure 1, 26); 

d) a second modem coupled to the second telephone set for communicating with the 
Internet (Figure 1, 20); and 
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e) a server connected to the Internet for storing a telephone number and an TP address 
corresponding to the telephone number (Figure 1, 34 and column 6, line 61 - column 7, line 
22), wherein said first modem, after being assigned with an IP address, transmits a telephone 
number of the first telephone set and the assigned IP address to the server to register the 
telephone number (column 7, lines 24-48) and the assigned IP address in the server, and 
acquires an IP address corresponding to a telephone number of the second telephone set from the 
server, when the telephone number of the second telephone set is entered in the first telephone 
set, and then using the acquired CP address transmits a connection request to said second modem 
(column 8, lines 16-45, column 8, line 15-column 9, line 55). 

4. As per claim 2, Borella et al teach said first modem and said first telephone set include a 
telephone function (Figure 1, 24 and 18, abstract). 

5. As per claims 7 and 13, Borella et al teach a host server of the server, wherein if an EP 
address of the server is a local IP address usable within a specific network, a unique IP address 
of the server and the telephone number registered in the server are registered in the host server 
by relating to each other (column 7, lines 23-55; the server relates the caller station number 
with the caller address, the router and the gatekeeper). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject matter sought to be patented and the prior art are such that the 
subject matter as a whole would have been obvious at the time the invention was made to a person having ordinary skill 
in the art to which said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

7. Claims 3-5. and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Borella et al (U.S. Patent No. 6,73 L642) as applied to claim 1 above, and further in view of 
Thornton et al (U.S. Patent No. 6.363.065Y 

8. As per claims 3 and 9, Borella et al fail to teach said first modem communicates with said 
second modem through a public switching network if not replied from the server. 

9. However, Thornton et al teach dynamically switching a call between callers a data 
network (IP network) using a first and second modem (Figure 1) to the PSTN in the event of a 
failure of an IP connection (column 4, lines 12-22 and 44-53). It would have been obvious to 
one of the ordinary skill in the art at the time of the applicant's invention to combine the 
teachings of Borella et al and Thornton et al because Thornton et al's use of switching a call 
from an IP network to a PSTN would enhance Borella's system by allowing a caller on a internet 
telephony system to still connect to a callee on the IP network using the PSTN. 

10. As per claims 4 and 10, Borella et al fail to teach said first modem communicates with 
said second modem through a public switching network if the IP address corresponding to the 
telephone number of the second telephone set is not received from the server. 

1 1 . However, Thornton et al teach dynamically switching a call between callers a data 
network (IP network) using a first and second modem (Figure 1) to the PSTN in the event of a 
failure of an IP connection (column 4, lines 12-22 and 44-53), It would have been obvious to 
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one of the ordinary skill in the art at the time of the applicant's invention to combine the 
teachings of Borella et al and Thornton et al because Thornton et al's use of switching a call 
from an IP network to a PSTN would enhance Borella' s system by allowing a caller on a internet 
telephony system to still connect to a callee on the IP network using the PSTN when the caller 
fails to obtain an IP address from the database in the server. 

12. As per claims 5 and 11, Borella et al fail to teach said first modem communicates with 
said second modem through a public switching network if not replied from the second modem 
when making a connection operation to the second modem by obtaining the IP address 
corresponding to the telephone number of the second telephone set from the server. 

13. However, Thornton et al teach dynamically switching a call between callers a data 
network (IP network) using a first and second modem (Figure 1) to the PSTN in the event of a 
failure of an IP connection (column 4, lines 12-22 and 44-53). It would have been obvious to 
one of the ordinary skill in the art at the time of the applicant's invention to combine the 
teachings of Borella et al and Thornton et al because Thornton et al's use of switching a call 
from an EP network to a PSTN would enhance Borella's system by allowing a caller on a internet 
telephony system to still connect to a callee on the IP network using the PSTN when the caller 
fails to connect to a modem connected to callee. 

14. Claims 6 and 12 are rejected under 35 U.S. C. 103 fa) as being unpatentable over Borella 
et al (U.S. Patent No. 6.731.642) as applied to claim 1 above, and further in view of Moon (U.S. 
Patent No. 5.864.758V 
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15. As per claims 6 and 12, Borella et al fails to teach said first modem stores registration 
information if not replied from the server after transmitting registration information to the server, 
and transmits the registration information again to the server to register the registration 
information in the server when the telephone number is entered in the first telephone set. 

16. However, Moon teaches information is stored by the modem and retransmitted from one 
call-attempt to the next during a communications session (column 8, lines 29 - 35). It would 
have been obvious to one of the ordinary skill in the art at the time of the applicant's invention to 
combine the teachings of Borella et al and Moon because Moon's use of a modem storing 
information and resending information during a call attempt would enhance Borella' s system by 
allowing a modem to store registration information when an attempt to register at a server fails 
and resending the registration information during another call attempt which would save time by 
needing to acquire the registration information once more. 

Response to Arguments 

17. Applicant's arguments filed August 22, 2005 have been fully considered but they are not 
persuasive. 

• In the remarks, the Applicant argues in substance that: 

A. Borella fails to teach a first modem acquiring an IP address corresponding to a 
telephone number of the second telephone set from the server; 

B. Borella fails to teach the use of an IP address to transmit a connection request to 
the second modem. 
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• In response to argument: 

A. Examiner respectfully disagrees. Borella teaches that a call station 24 attempting 
to place a call to call station 26 needs to determine the address of call station 26. This is 
done by transmitting a lookup message that is sent to server 34, which has a relational 
database that relates station numbers to their respective network addresses. When the 
server received the lookup message, it looks up the callee station number in its database, 
(see column 6, line 60- column 8, line 64) 

B. Examiner respectfully disagrees. Borella teaches that a caller station acquires the 
IP address of the callee station by sending a lookup message to a server that has a 
relational database. The server looks-up the address corresponding to the callee 's station 
number and replies with the callee stations' address. Using the acquired address, the 
connection can be made by sending a ringing message to the callee station, which 
provides an indication that a call has been directed to the callee station (connection 
request), (see column 6, line 60- column 9, line 67, Figure 3). 


Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The 
examiner can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272-3913. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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